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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C « 133) 
Status 

1)13 Responsive to communication® filed on 24 June 1999 . 

2a)Q This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-19 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |3 Claim(s) _M£ is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claims are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

1 0) D The drawing(s) filed on is/are objected to by the Examiner. 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved. 

1 2) D The oath or declaration is objected to by the Examiner, 

Priority under 35 U.S.C. § 119 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

a)D All b)D Some * c)Q None of the CERTIFIED copies of the priority documents have been: 

1. Q received. 

2. Q received in Application No. (Series Code / Serial Number) . 

3. Q received in this National Stage application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgement is made of a claim for domestic priority under 35 U.S.C. & 11 9(e). 




Attachment(s) 

15) S Notice of References Cited (PTO-892) 

16) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

17) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



18) □ Interview Summary (PTO-413) Paper No(s). . 

1 9) □ Notice of Informal Patent Application (PTO-1 52) 

20) □ Other 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 3-98) 
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DETAILED ACTION 

Abstract 

Applicant is reminded of the proper content of an abstract of the disclosure. 

A patent abstract is a concise statement of the technical disclosure of the patent and 
should include that which is new in the art to which the invention pertains. If the patent is of a 
basic nature, the entire technical disclosure may be new in the art, and the abstract should be 
directed to the entire disclosure. If the patent is in the nature of an improvement in an old 
apparatus, process, product, or composition, the abstract should include the technical disclosure 
of the improvement. In certain patents, particularly those for compounds and compositions, 
wherein the process for making and/or the use thereof are not obvious, the abstract should set 
forth a process for making and/or use thereof. If the new technical disclosure involves 
modifications or alternatives, the abstract should mention by way of example the preferred 
modification or alternative. The abstract should not refer to purported merits or speculative 
applications of the invention and should not compare the invention with the. prior art. 

Where applicable, the abstract should include the following: (1) if a machine or 
apparatus, its organization and operation; (2) if an article, its method of making; (3) if a 
chemical compound, its identity and use; (4) if a mixture, its ingredients; 
(5) if a process, the steps. 

In the current instance, the abstract does not list the identity of the encoded compound: 
Zcytorl 1. 

Specification 

The disclosure is objected to because of the following informality: on page 9, line 25, it 
appears that "blossom 62" should be --"BLOSUM 62"--. 

Appropriate correction is required. 
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Claim Rejections - 35 USC § 101 / 112, First Paragraph 

35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-19 are rejected under 35 U.S.C. 101 because the claimed invention is not 
supported by either a specific asserted utility or a well established utility. 

It is stated that the present encoded polypeptide, which has not actually been expressed, is 
member of the type II cytokine receptor family (p. 1, line 19), possessing several features in 
common with type II cytokine receptors (p. 7)., especially the interferon a receptor a chain (line 
29). Because it is not know what ligand Zcytorl 1 binds, what the physiological outcome of 
ligand binding would be or what diseases it is specifically associated with, the encoding nucleic 
acid does not have a specific utility. Lack of specific utility is also supported, for example, by 
the diverse group of tissues the encoding nucleic acid is expressed in (pancreas, colon, thymus 
and intestine, p. 6, lines 13-16. Even though the approximate chromosomal site of the DNA is 
provided, and there is a suggestion that aberration in this area of the chromosome are sometimes 
associated with cancerous cells or a predisposition to cancer (p. 23, lines 4-15), Zcytorl 1 DNA 
has not itself been shown to have any association to cancer and, especially, to a particular type of 
cancer, so the mapping does not provide a specific utility. 

Claims 1-19 are also rejected under 35 U.S.C. 1 12, first paragraph. Specifically, since 
the claimed invention is not supported by either a specific asserted utility or a well established 
utility for the reasons set forth above, one skilled in the art clearly would not know how to use 
the claimed invention. 

Claim Rejections - 35 USC § 112, Second Paragraph 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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Claims 2-5, 10 and 12-16 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 2-5 and 12-16 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
incomplete for omitting essential structural cooperative relationships of elements, such omission 
amounting to a gap between the necessary structural connections. See MPEP § 2172.01 . The 
omitted structural cooperative relationships are: the relationship of the transmembrane domain 
(TMD) alone or TMD with an intracellular domain (CID) to the "ligand-binding" domain recited 
in claims 1 and 1 1. That is, can the ICD be before (upstream of) the ligand-binding domain? 

Claim 10 is indefinite because it is unclear what the selection is from since the claims 
reads "from a group defined SEQ ID NO:2 consisting of residues. . . " That is, is the selection 
from SEQ ID NO:2 and the fragments or just residues 1 to 228 or SEQ ED NO:2, residues 1-251 
ofSEQIDNO:2.... 

Prior Art 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Moore et al. (A) disclose a mammalian interleukin-10 receptor, which is a class II 
cytokine receptor and, therefore, related to the currently claimed receptor. The prior art does not 
teach the claimed polypeptide. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Claire M Kaufman, whose telephone number is (703) 305-5791. 
Dr. Kaufman can generally be reached Monday through Thursday from 8:30AM to 12:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne Eyler, can be reached at (703) 308-6564. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0196. 
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Official papers filed by fax should be directed to (703) 308-4242. Faxed draft or 
informal communications with the examiner should be directed to (703) 308-0294. NOTE: If 
applicant does submit a paper by fax, the original signed copy should be retained by the 
applicant or applicant's representative. NO DUPLICATE COPIES SHOULD BE SUBMITTED 
so as to avoid the processing of duplicate papers in the Office. Please advise the examiner at the 
telephone number above before facsimile transmission. 

Claire M. Kaufman, Ph.D. 



Patent Examiner, Art Unit 1646 
September 25, 2000 





